
www.utcle.org     512.475.6700

8TH ANNUAL

ADVANCED PATENT LAW 
INSTITUTE

Earn up to 14.50 Hours of MCLE Credit Including 2.00 Hours of Ethics Credit for TX, CA and OK

Special Rules Apply in VA: 12.00 Hours of MCLE Credit Including 2.00 Hours of Ethics Credit Pending

MCLE Credit Including Ethics Credit Expected for DE, IL, NJ, NY, OH and PA

January 24–25, 2013 
United States Patent and Trademark Office

Alexandria, Virginia

T H E  U N I T E D  S TAT E S  PAT E N T  A N D  T R A D E M A R K  O F F I C E

G E O R G E  M A S O N  U N I V E R S I T Y  S C H O O L  O F  L A W

T H E  U N I V E R S I T Y  O F  T E X A S  S C H O O L  O F  L A W



phone 512.475.6700  www.utcle.org  fax 512.475.6876

11:15 p.m. 1.00 hr

Post-Grant Patentability Review in the PTO:  
The New Landscape Ahead 
A look at post-grant review strategies under the AIA 
and their relationship to parallel U.S. District Court 
and Federal Circuit proceedings. The discussion 
focuses on the new AIA contested programs: post-
grant review, inter partes review and transitional 
review for covered business method patents. Post 
AIA reexamination practice including supplemental 
examination, ex parte reexamination and legacy 
inter partes reexamination proceedings is also 
discussed. The panel addresses the procedural and 
substantive differences among these programs, 
their potential risks and rewards and their 
implementation and administration in the USPTO 
before the new Patent Trial and Appeal Board 
(PTAB), the Central Reexamination Unit and the 
Office of Patent Legal Administration.

Jeffrey D. Feldman, Feldman Gale, P.A., Miami, FL 
Robert Greene Sterne, Sterne, Kessler, Goldstein & 

Fox, Washington, DC
Additional Speaker TBA

12:15 p.m. Pick Up Lunch
Included in conference registration.

THURSDAY AFTERNOON

Presiding Officer: 
Stephen G. Kunin, Oblon, Spivak, 
McClelland, Maier & Neustadt, LLP, 
Alexandria, VA, George Mason 
University School of Law, Arlington, VA

KEYNOTE LUNCHEON PRESENTATION

12:35 p.m. .75 hr

USPTO Update: View from the Director

David Kappos, Under Secretary of Commerce for 
Intellectual Property and Director, U.S. Patent and 
Trademark Office, Alexandria, VA (Invited)

1:20 p.m. Break

THURSDAY MORNING, JAN. 24, 2013

Presiding Officer: 
Hon. James Smith, Chief Judge, Patent 
Trial and Appeal Board, U.S. Patent and 
Trademark Office, Alexandria, VA

7:30 a.m. Registration Opens
Includes continental breakfast.

8:20 a.m. Welcoming Remarks

8:30 a.m. 1.00 hr

Patentable Subject Matter
Can you patent that? A discussion of the patent-
eligibility of business methods, personalized 
medicine and DNA under 35 USC 101, through a 
review of recent Supreme Court and Federal Circuit 
decisions (Bilski, Mayo v. Prometheus, Myriad) and 
USPTO guidelines.

Thomas W. Krause, U.S. Patent and Trademark Office, 
Arlington, VA

Courtenay C. Brinckerhoff, Foley & Lardner LLP, 
Washington, DC

James M. Heintz, DLA Piper, Reston, VA

9:30 a.m. 1.00 hr

Prosecution Strategies Around the  
First-to-Invent Transition
The AIA creates a first inventor to file system, more 
akin to the patent systems of the rest of the world. 
A review of the new law of first inventor to file 
and the supporting USPTO rules. The discussion 
includes practitioner strategies under the new 
system, including the “new” one year grace period 
and the dangers associated with relying on it.

Robert Bahr, U.S. Patent and Trademark Office, 
Alexandria, VA

Dale S. Lazar, DLA Piper, Reston, VA
Adam Mossoff, George Mason University School of 

Law, Arlington, VA

10:30 a.m. Break

10:45 a.m. .50 hr

Post-Grant Procedures Progress to Date
A look at the post-grant review provision of the 
AIA that went into effect on September 16 and 
results to date, including the impact of the new 
requirements compared to provisions already in 
place, numbers of petitions filed and issues both 
anticipated and observed.

Hon. James T. Moore, U.S. Patent and Trademark 
Office, Alexandria, VA

Hon. Michael Tierney, U.S. Patent and Trademark 
Office, Alexandria, VA 
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1:30 p.m. .50 hr

Claims Construction Standards
Claims construction is a key component of any 
patent proceeding. The increased focus on the 
new post-grant proceedings of the Patent Trial and 
Appeal Board has placed an even greater emphasis 
on the interplay between district court claims 
construction practices and the broadest reasonable 
claim interpretation (BRI) methodologies of the 
USPTO. An exploration of the differences between 
these standards.

Scott A. McKeown, Oblon, Spivak, McClelland,  
Maier & Neustadt, L.L.P., Alexandria, VA

2:00 p.m. .75 hr ethics

Inequitable Conduct
A look at the new standards for proving inequitable 
conduct with a focus on whether supplemental 
examination should be used in light of the impact 
of Therasense or if there are other less-costly 
approaches to take.

Stephen G. Kunin, Oblon, Spivak, McClelland,  
Maier & Neustadt, LLP, Alexandria, VA, George 
Mason University School of Law, Arlington, VA

2:45 p.m. Break

3:00 p.m. 1.00 hr

Litigation Strategies after the AIA
A review of the impact of the AIA on patent litigation 
and the new opportunities and strategies emerging 
for both patent owners and challengers. Learn about 
the latest tactical developments in multidefendant 
litigation in view of joinder restrictions, the 
expansion of defenses based on prior commercial 
use and new definitions of prior art, restrictions on 
evidence of willfulness, options for patent owners 
using supplemental examination and expedited 
prosecution, the use of parallel PTAB proceedings 
to contest validity and overall case management 
considerations involving the interplay between 
PTAB, district court and ITC proceedings.

Moderator:
David L. McCombs, Haynes and Boone, LLP, Dallas, TX

Panelists:
Jared Bobrow, Weil, Gotshal & Manges LLP,  

Redwood City, CA
Ronald E. Cahill, Nutter McClennen & Fish LLP, 

Boston, MA
Matthew C. Gaudet, Duane Morris LLP, Atlanta, GA
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4:00 p.m. .50 hr

Experimental Use Exception
A look at whether there is still a viable exception 
for experimental use in U.S. patent law. How 
will or should courts interpret the AIA’s failure 
to specifically enumerate an experimental use 
exception with the other exceptions in new Section 
102? Isn’t such an experimental use “otherwise 
available to the public”?

Philip G. Hampton II, Haynes and Boone, LLP, 
Washington, DC

4:30 p.m. .50 hr

Willful Infringement—An Evolving Test
A look at the development of the law of willful 
infringement in the aftermath of Seagate 
Technologies, including Bard Peripheral Vascular 
Inc. v. W.L. Gore Assoc Inc. and Spectralytics, Inc. 
v Cordis Corp., with statistics on the frequency of 
willfulness findings.

William L. LaFuze, Vinson & Elkins LLP, Houston, TX

5:00 p.m. Adjourn

FRIDAY MORNING, JAN. 25, 2013

Presiding Officer: 
Edward J. Kessler, Sterne, Kessler, 
Goldstein & Fox, Washington, DC

7:30 a.m. Conference Room Opens
Includes continental breakfast.

8:00 a.m. .50 hr

Current USPTO Programs and Procedures
An overview and explanation of current programs 
and initiatives at the USPTO, such as the Patent 
Prosecution Highway and the Ombudsman 
Program, and how these programs are designed to 
assist applicants in the patent examination process.

Brian E. Hanlon, U.S. Patent and Trademark Office, 
Alexandria, VA

8:30 a.m. .50 hr

Reissue: Practice Highlights and  
Recent Developments
A discussion of reissue highlights, including 
changes to reissue in view of the AIA, noting any 
reissue exceptions to AIA implementation, with an 
overview of some recent developments in reissue 
case law.

Pinchus N. Laufer, U.S. Patent and Trademark Office, 
Alexandria, VA

Kenneth Schor, U.S. Patent and Trademark Office, 
Alexandria, VA

11:45 a.m. .50 hr

International Patent Litigation  
Strategies and Forum Shopping
Where to win based on the new age of data metrics 
and how to value your patent infringement claim in 
any country.

Michael C. Elmer, Finnegan, Henderson, Farabow, 
Garrett & Dunner, LLP, Palo Alto, CA

12:15 p.m. Pick Up Lunch
Included in conference registration.

FRIDAY AFTERNOON

Presiding Officer: 
John W. Ryan, Thompson Hine LLP, 
Washington, DC

KEYNOTE LUNCHEON PRESENTATION

12:35 p.m. .75 hr

Update from the Federal Circuit

Hon. Kathleen M. O’Malley, U.S. Court of Appeals  
for the Federal Circuit, Washington, DC

1:20 p.m. Break

1:30 p.m. 1.00 hr

Judicial Panel
Distinguished District Court and ITC judges discuss 
their experiences hearing and trying patent cases, 
noting similarities and differences between the 
venues, and examine the status and results of the 
Pilot Program.

Moderator:
Donald R. Dunner, Finnegan, Henderson, Farabow, 

Garrett & Dunner, LLP, Washington, DC

Panelists:
Hon. Theodore Essex, U.S. International Trade 

Commission, Washington, DC
Hon. Faith S. Hochberg, U.S. District Court,  

District of New Jersey, Newark, NJ
Hon. Liam O’Grady, U.S. District Court, Eastern 

District of Virginia, Alexandria, VA
Hon. T. John Ward (Retired), U.S. District Court, 

Eastern District of Texas, Ward & Smith Law Firm, 
Longview, TX

2:30 p.m. 1.25 hrs ethics

Prosecution Ethics Issues
It is unethical for a firm to be adverse to a current 
client of the firm. An examination of what “adversity” 
means in patent practice, from the easy case of suing 
a current client to the thorny issues in litigation, 
opinion work and patent prosecution.

David Hricik, Mercer University School of Law, 
Macon, GA, Clerk to Chief Judge Randall R. Rader, 
U.S. Court of Appeals for the Federal Circuit, 
Washington, DC

3:45 p.m. Adjourn

9:00 a.m. .50 hr

Preissuance Submissions Under  
37 CFR 1.290: USPTO Final Rule  
and Practitioner Perspective
A look at the USPTO’s rule on third-party preissuance 
submissions and a practitioner’s guide to the 
possible pros and cons of using such submissions.

Nicole D. Haines, U.S. Patent and Trademark Office, 
Alexandria, VA

Sung Kim, Microsoft, Washington, DC
Joseph G. Piccolo, U.S. Patent and Trademark Office, 

Alexandria, VA

9:30 a.m. .75 hr

Modernizing Section 337 Investigations
A review and analysis of many new developments 
and recent rule changes, as well as the ITC’s 
approach to non-practicing entities (NPEs), the 
enhanced focus on the public interest and the 
extraterritorial reach of trade secret protection.

Hon. Robert K. Rogers Jr., U.S. International Trade 
Commission, Washington, DC

Tom M. Schaumberg, Adduci, Mastriani & 
Schaumberg, LLP, Washington, DC

10:15 a.m. Break

10:30 a.m. .50 hr

Strategic Use of Standard Essential Patents—
Antitrust Agency and Judicial Reaction
A discussion of recent FTC/DOJ views and 
investigations, including those recently expressed 
in the context of ITC proceedings that sought 
exclusion orders to ban imports of products 
that infringe on RAND-encumbered SEPs. The 
presentation includes an overview of recent 
litigations involving claims for injunctions based on 
infringement of SEPs.

John E. Scribner, Weil, Gotshal & Manges LLP, 
Washington, DC

11:00 a.m. .75 hr

Damages and Remedies
The patent litigation remedies landscape 
has been in a rapid state of change since the 
Supreme Court’s 2006 decision in Ebay v. Merc 
Exchange. A discussion of the current state of the 
landscape, including the impact of the Federal 
Circuit’s remedies jurisprudence on pre-trial and 
post-trial damages theories, proofs and case 
management issues.

Moderator:
Christopher J. Renk, Banner & Witcoff, Ltd., Chicago, IL

Panelists:
Brian M. Fogarty, Nike, Inc., Beaverton, OR
Paul K. Meyer, TM Financial Forensics, LLC,  

San Francisco, CA
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HON. JAMES SMITH—CHAIR* 
Chief Judge, Patent Trial and Appeal Board,  
 U.S. Patent and Trademark Office 
Alexandria, VA

ROBERT BAHR 
U.S. Patent and Trademark Office 
Alexandria, VA

W. TODD BAKER* 
Oblon, Spivak, McClelland, Maier & Neustadt, L.L.P. 
Alexandria, VA

JAMES E. BEYER* 
Dinsmore & Shohl LLP 
Dayton, OH

JARED BOBROW 
Weil Gotshal & Manges LLP 
Redwood City, CA

COURTENAY C. BRINCKERHOFF 
Foley & Lardner LLP 
Washington, DC

RONALD E. CAHILL 
Nutter McClennen & Fish LLP 
Boston, MA

DONALD R. DUNNER 
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP 
Washington, DC

MICHAEL C. ELMER 
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP 
Palo Alto, CA

HON. THEODORE ESSEX 
U.S. International Trade Commission 
Washington, DC

JEFFREY D. FELDMAN* 
Feldman Gale, P.A. 
Miami, FL

BRIAN M. FOGARTY 
Nike, Inc. 
Beaverton, OR

MATTHEW C. GAUDET 
Duane Morris LLP 
Atlanta, GA

NICOLE D. HAINES 
U.S. Patent and Trademark Office 
Alexandria, VA

PHILIP G. HAMPTON II 
Haynes and Boone, LLP 
Washington, DC

BRIAN E. HANLON 
U.S. Patent and Trademark Office 
Alexandria, VA

JAMES M. HEINTZ 
DLA Piper 
Reston, VA

GREGORY L. HILLYER* 
Feldman Gale, P.A. 
Philadelphia, PA

HON. FAITH S. HOCHBERG 
U.S. District Court, District of New Jersey 
Newark, NJ

DAVID HRICIK 
Mercer University School of Law  
Macon, GA 
Clerk to Chief Judge Randall R. Rader, U.S. Court of  
 Appeals for the Federal Circuit 
Washington, DC

DAVID KAPPOS (INVITED) 
Under Secretary of Commerce for Intellectual Property  
 and Director, U.S. Patent and Trademark Office 
Alexandria, VA

EDWARD J. KESSLER* 
Sterne, Kessler, Goldstein & Fox 
Washington, DC

SUNG KIM 
Microsoft 
Washington, DC

THOMAS W. KRAUSE* 
U.S. Patent and Trademark Office 
Arlington, VA

STEPHEN G. KUNIN* 
Oblon, Spivak, McClelland, Maier & Neustadt, LLP 
Alexandria, VA 
George Mason University School of Law 
Arlington, VA

WILLIAM L. LAFUZE* 
Vinson & Elkins LLP 
Houston, TX

WILLIAM LAMARCA* 
U.S. Patent and Trademark Office 
Alexandria, VA

PINCHUS N. LAUFER 
U.S. Patent and Trademark Office 
Alexandria, VA

DALE S. LAZAR* 
DLA Piper 
Reston, VA

DAVID L. MCCOMBS* 
Haynes and Boone, LLP 
Dallas, TX

SCOTT A. MCKEOWN 
Oblon, Spivak, McClelland, Maier & Neustadt, L.L.P. 
Alexandria, VA

PAUL K. MEYER 
TM Financial Forensics, LLC 
San Francisco, CA

HON. JAMES T. MOORE* 
U.S. Patent and Trademark Office 
Alexandria, VA

ADAM MOSSOFF* 
George Mason University School of Law 
Arlington, VA

HON. LIAM O’GRADY 
U.S. District Court, Eastern District of Virginia 
Alexandria, VA

HON. KATHLEEN M. O’MALLEY 
U.S. Court of Appeals for the Federal Circuit 
Washington, DC

HENRY A. PETRI JR.* 
Novak Druce + Quigg LLP 
Houston, TX

JOSEPH G. PICCOLO 
U.S. Patent and Trademark Office 
Alexandria, VA

CHRISTOPHER J. RENK* 
Banner & Witcoff, Ltd. 
Chicago, IL

HON. ROBERT K. ROGERS JR. 
U.S. International Trade Commission 
Washington, DC

JOHN W. RYAN* 
Thompson Hine LLP 
Washington, DC

TOM M. SCHAUMBERG 
Adduci, Mastriani & Schaumberg, LLP 
Washington, DC

KENNETH SCHOR 
U.S. Patent and Trademark Office 
Alexandria, VA

JOHN E. SCRIBNER* 
Weil, Gotshal & Manges LLP 
Washington, DC

ROBERT GREENE STERNE 
Sterne, Kessler, Goldstein & Fox 
Washington, DC

HON. MICHAEL TIERNEY 
U.S. Patent and Trademark Office 
Alexandria, VA

HON. T. JOHN WARD (RETIRED) 
U.S. District Court, Eastern District of Texas  
Ward & Smith Law Firm 
Longview, TX

SHIRLEY WEBSTER* 
Ocean Tomo, LLC 
Houston, TX

JEFFREY A. WOLFSON* 
Haynes and Boone, LLP 
Washington, DC

*Planning Committee Member
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Register online:
www.utcle.org

Or mail your registration to:
The University of Texas  

School of Law 
Attn. Registration 

PO Box 7759 
Austin, TX 78713-7759

Or fax to: 
512.475.6876

Questions? Call us at 512.475.6700 

MATERIALS, AUDIO AND 
IN-HOUSE CLE

HOW TO REGISTER REGISTRATION FORM

Printed Materials in Course Binder

Leading practitioners and academics 
provide the definitive set of materials. 

eBinder on CD 

Add an eBinder on CD to your course  
registration or materials purchase for 
only $50. This electronic file includes a 
searchable, indexed PDF of all course 
materials. Allow 3-5 weeks from the 
conference date for fulfillment. 

Audio MP3 Speeches on CD  
or Audio CD Set 

Listen to Advanced Patent Law 
Institute on the go. Informative, 
topical and entertaining presentations 
recorded from UT Law’s other live CLE 
programs are also available. 

In-House CLE 

CLE for two or more participants—
as many as you want. Receive full 
MCLE credit. We will accredit this 
conference for you* and provide 
one Audio CD Set plus a Course 
Binder for each participant.

* Texas MCLE credit only.

Mail this registration form to:  PV13
The University of Texas School of Law, Attn. Registration
PO Box 7759, Austin, TX 78713-7759 or fax a copy to: 512.475.6876 

PLEASE PRINT CLEARLY

Bar Card#  ❑ TX ❑ Other State:  ❑ N/A

Name [ Mr. / Ms. ] 

Firm 

Address 

City   State   Zip 

Telephone    Fax 

Registrant’s Email (required) 

Assistant’s Email (optional) 

Invoices, confirmations and receipts are emailed to these addresses.

REGISTRATION
Includes Course Binder and Thursday and Friday Luncheon Presentations

1. Select Course Binder Format 

❑ Electronic Course Binder on USB Key ONLY

❑ Printed Course Binder ONLY

2. Select Type

❑ Early Registration by Wednesday, January 16, 2013 ............................................................$645

❑ Registration after Wednesday, January 16, 2013 .................................................................$695

USPTO Employee Registration—Printed Course Binder ONLY

❑ Early Registration by Wednesday, January 16, 2013 ............................................................$250

❑ Registration after Wednesday, January 16, 2013 ..................................................................$300

CONFERENCE PUBLICATIONS AND MEDIA 

Allow 3–5 weeks from the conference date for delivery.

❑ Course Binder WITHOUT Conference Registration ......................................................................................$225
Note: Conference Registration includes Course Binder.

❑ Audio MP3 Speeches on CD ....................................................................................................................................$130

❑ Audio CD Set ....................................................................................................................................................................$210

❑ eBinder on CD (PDF format) ........................................................................................................................... $225/$50
($225 purchased alone, $50 with Registration or purchase of Course Binder or Audio MP3 Speeches on CD or Audio CD Set)

IN-HOUSE CLE: Bring the conference in-house and learn at your convenience.

Allow 3–5 weeks from the conference date for delivery. Approved for Texas MCLE credit.

❑ In-House CLE for 2—Includes Audio CD Set and Course Binders .......................................................$825

 Add participant (includes Course Binder) for $225 each ................................................ $ 

 TOTAL ENCLOSED .................. $ 

METHOD OF PAYMENT

❑ Check (make checks payable to: The University of Texas at Austin)

❑ VISA ❑ MasterCard (sorry, no AMEX or Discover) ❑ P.O.

P.O. or Card number --- 
X   /
Authorized Signature Exp. Date (mm/yy)
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ADVANCED PATENT LAW IN SILICON VALLEY

This course has been approved for Minimum Continuing 
Legal Education credit by the State Bar of Texas 
Committee on MCLE in the amount of 14.50 hours, of 
which 2.00 credit hours will apply to legal ethics/
professional responsibility credit. The University of Texas 
School of Law is a State Bar of California approved MCLE 
provider (#1944), and an Oklahoma Bar Association MCLE 
presumptively-approved provider (#169).

M
C
L
E

ALEXANDRIA, VIRGINIA
January 24–25, 2013

CONFERENCE LOCATION
USPTO – Main Auditorium

Concourse Level of the Madison Building  
(Main Building on the USPTO Campus)

600 Dulany Street
Alexandria, VA 22313-1450

Visit www.uspto.gov/main/visiting.htm  
for directions and information  
about public transportation

ACCOMMODATIONS
The Westin Alexandria
400 Courthouse Square

Alexandria, VA 22314
866.837.4210

Special Room Rate: $189
good through December 20, 2012

(subject to availability)

Valet Parking: $10 daily, $26 overnight

KEY DATES
January 16, 2013

last day for early registration
add $50 for registrations received after this time

January 18, 2013
last day for full refund

January 21, 2013
last day for partial refund
$50 processing fee applied

January 24, 2013, 8:20 a.m.
Institute begins

December 6–7, 2012

Four Seasons Hotel Silicon Valley

Join leading district judges, academics, patent prosecution, 
litigation experts and senior IP counsel from major 
corporations such as Twitter, Netflix and Google. The 
Institute is presented with The Stanford Program in Law, 
Science and Technology and the Berkeley Center for Law 
and Technology at UC Berkeley.

THE UNITED STATES PATENT AND TRADEMARK OFFICE


