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THURSDAY MORNING, NOV. 2, 2023

Presiding Officer: 
John D. Flynn, IBM Corporation,  
Austin, TX

7:30 a.m. Registration Opens
Includes continental breakfast.

8:15 a.m. Welcoming Remarks

8:25 a.m. .75 hr

Recent Developments in Claim Construction
The baseline of patent application preparation/
prosecution, district court trials, Federal Circuit 
appeals, and AIA post-grant review proceedings, 
is claim construction. Review the important 2022-
2023 claim construction cases and issues at the 
Federal Circuit and trial court levels, as well as at 
the PTAB. Examine the PTAB’s procedural and 
substantive claim construction “rules, practices, 
and etc." Discuss adherence to the APA by the 
PTAB under various circumstances. And, discuss 
the claim construction interface between an IPR 
and a parallel district court proceeding.

Kenneth R. Adamo, Law Office of KRAdamo, 
Chicago, IL

9:15 a.m. .50 hr

SEP Licensing and Litigation Update

Erick S. Robinson, Spencer Fane LLP, Houston, TX

9:45 a.m. 15-Minute Break

10:00 a.m. .50 hr

Patent Reexamination
Ex parte reexamination filings sharply declined 
with the advent of the AIA, but in recent years have 
begun to rise again as reexamination has emerged 
as an important component of patent litigation and 
PTAB proceedings. This presentation discusses the 
role of and the strategic considerations surrounding 
ex parte reexaminations in the current landscape of 
patent litigation and PTAB proceedings.

Michael Pohl, Norton Rose Fulbright, Austin, TX

10:30 a.m. .50 hr ethics

Does Intelligence Equal Competence? 
Navigating Artificial Intelligence in the 
Practice of Law
Artificial Intelligence may be embedded in tools, 
or may even be a tool itself, that helps lawyers 
better meet client needs. But, it is no different than 
other conventional tools and technologies used by 
lawyers—they must be used in conjunction with a 
lawyer’s duty to provide competent representation.

Daniel H. Shulman, Vedder Price P.C., Chicago, IL

11:00 a.m. .50 hr | .25 hr ethics

IP Considerations for Generative AI
My company is at the edge of technology: we 
use generative AI for software development to 
invent a new product. Should and can we file a 
patent application naming the generative AI as an 
inventor, and what patenting strategy should we 
adopt? What are the IP implications of using open 
source software (OSS) to train the generative AI or if 
the generative AI itself is an OSS model?

Patrick Njeim, Kilpatrick Townsend & Stockton, 
Seattle, WA

11:30 a.m. Pick Up Lunch
Included in registration.

THURSDAY AFTERNOON

Presiding Officer: 
David W. O'Brien, Haynes Boone, LLP, 
Austin, TX

THANK YOU TO OUR 
LUNCHEON SPONSOR

LUNCHEON PRESENTATION

11:50 a.m. .75 hr

Functional Claiming
Functional claiming is the focus of the Supreme 
Court's recent Amgen decision, but it is also central 
to many disputes in the software industry. When 
are functional claims allowed, and when should you 
use them?

Mark A. Lemley, Stanford Law School, Stanford, CA

12:35 p.m. 15-Minute Break

12:50 p.m. .75 hr

Hot Topics in Appeals
The panel explores the hot issues most likely to 
draw the attention of the Federal Circuit and how 
best to position your case either to seize on the 
opportunity to make new law or avoid being the 
key case cited for a new principle for the next few 
years.

Moderator:
Debbie McComas, Haynes Boone, LLP, Dallas, TX

Panelists:
Peter J. Ayers, U.S. Patent and Trademark Office, 

Austin, TX
Jessica Hannah, DLA Piper, San Francisco, CA

1:35 p.m. .50 hr

License on Transfer: Lessons Learned from 
The Founder and Implications for AI
The license on transfer network (lotnet.com) 
reduces the patent assertion entity problem 
for 3,200 plus member companies covering 
approximately four million patent assets by 
leveraging a royalty-free networked patent license. 
The founder of the lot network shares lessons 
learned over the past decade, implications for the 
future, and opportunities for similar collaborative 
efforts in AI.

Eric Schulman, Fish & Richardson P.C.,  
Redwood City, CA

2:05 p.m. 15-Minute Break

2:20 p.m. .75 hr

Challenges Presented by Litigation Funding
District courts and parties continue to grapple with 
issues relating to litigation funding and the funders 
themselves. This panel discusses some of the 
more prominent challenges including disclosure 
requirements (e.g., Delaware), how to get a funded 
litigant to settle, and patent aggregation by funded 
entities.

Moderator:
Kevin Kudlac, Radulescu LLP, Austin, TX

Panelists:
Michelle Eber, Houston, TX
Chip Lutton, Yohana, Palo Alto, CA
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This course has been approved for Minimum Continuing 
Legal Education credit by the State Bar of Texas 
Committee on MCLE in the amount of 12.25 hours, of 
which 2.25 credit hours will apply to legal ethics/
professional responsibility credit. The University of Texas 
School of Law is a State Bar of California approved MCLE 
provider (#1944), and an Oklahoma Bar Association 
MCLE presumptively-approved provider (#169).
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3:05 p.m. 1.00 hr | .50 hr ethics

Judicial Panel
Hear distinguished Western District of Texas judges 
discuss their experiences hearing and trying patent 
cases.

Moderator:
Kat Li, Kirkland & Ellis LLP, Austin, TX

Panelists:
Hon. Alan D Albright, U.S. District Court, Western 

District of Texas, Waco, TX
Hon. Alia Moses, U.S. District Court, Western District 

of Texas, Del Rio, TX
Hon. Robert Pitman, U.S. District Court, Western 

District of Texas, Austin, TX

4:05 p.m. Adjourn

THANK YOU TO OUR 
NETWORKING RECEPTION SPONSOR

NETWORKING RECEPTION

4:05 p.m. – 5:05 p.m.

Join us for drinks and hors d'oeuvres with  
program faculty and attendees.

FRIDAY MORNING, NOV. 3, 2023

Presiding Officer: 
José C. Villarreal, Baker Botts,  
Austin, TX

7:30 a.m. Conference Room Opens
Includes continental breakfast.

8:30 a.m. .75 hr

Judge’s View of Patent Litigation
An exclusive fireside chat with Judge Yeakel, 
expertly guided by 30-year patent trial veteran 
Michael Pegues. Gain rare insights into the world 
of patent litigation.

Michael D. Pegues, Polsinelli PC, Dallas, TX
Hon. Lee Yeakel, U.S. District Court, Western District 

of Texas, Austin, TX

9:15 a.m. 1.00 hr

Implications of the EU Unified Patents and 
the EU Unified Patent Court
The EPO Unitary Patents and the EU Unified Patent 
Court went live on June 1, 2023, and have caused 
fundamental changes in strategy and tactics 
regarding utility patent protection, enforcement, 
and freedom to operate in continental Europe. This 
panel of leading experts discuss the implications in 
a robust, hands-on, immediately useful round table 
discussion.

Moderator:
Robert Greene Sterne, Sterne, Kessler, Goldstein & 

Fox P.L.L.C., Washington, DC

Panelists:
Florian Meyer, Meissner Bolte mbB, Munich, Germany
Philipp Rastemborski, Eisenführ Speiser, Munich, 

Germany
Caren Yusem Sterne, AddyHart P.C., Chicago, IL
Dr. James Zhu, JunHe LLP, Shanghai, China

10:15 a.m. 15-Minute Break

10:30 a.m. .50 hr

Venue Transfer and Mandamus at the 
Federal Circuit
This presentation takes a look at recent issues in 
venue transfer through the lens of mandamus 
practice at the Federal Circuit.

Seth W. Lloyd, Morrison Foerster, Washington, DC

11:00 a.m. .50 hr

Recent Developments and Trends in 101
Alice turns 10 next year. This presentation takes a 
look at recent cases and trends involving Section 
101 and its application in the courts and at the U.S. 
Patent and Trademark Office. Tips and lessons 
learned will be covered.

Steve Borgman, Kilpatrick Townsend & Stockton LLP, 
Houston, TX

11:30 a.m. Pick Up Lunch
Included in registration.

FRIDAY AFTERNOON

Presiding Officer: 
Michael P. Adams, Dykema, Austin, TX

LUNCHEON PRESENTATION

11:50 a.m. .75 hr

Inventing Tomorrow: A Guide to Claiming 
and Patenting AI Creations
This presentation covers various topics on patents 
in AI including: why we should pursue patents in 
AI (open source vs. IP rights), how we can claim an 
AI invention (target, detectability, eligibility), and 
additional thoughts on the future landscape of AI 
patents.

Charlene Liu, Haynes Boone, San Francisco, CA
Hong Shi, Haynes Boone, LLP, Austin, TX

12:35 p.m. 15-Minute Break

12:50 p.m. .75 hr

Uncertain Times: When Does IPR Estoppel 
Apply?
While the Supreme Court passed on an opportunity 
to define the scope of IPR estoppel, the Federal 
Circuit clarified the burden of proof for establishing 
estoppel and adopted the “skilled searcher” 
standard in Ironburg v. Valve. Districts courts, 
however, remain split on whether IPR estoppel 
applies to product prior art under 35 USC §§ 
102(a) or 102(b) that is described by patents and/
or printed publications. This presentation explores 
how district courts are applying the “skilled 
searcher” standard, and the continued split in 
district courts as to whether product prior art falls 
within the scope of IPR estoppel.

Paula Diane Heyman, McDermott Will & Emery, 
Austin, TX

1:35 p.m. .50 hr

Strategic Advantages and Disadvantages of 
Post Grant Review
In the first 9 months after a patent issues, an inter 
partes review is not available but a post grant 
review is available and can be raised on any issue, 
not just 102-103 on prior printed publications and 
this presents unique opportunities and problems. It 
permits 101 grounds, and also 112 grounds, as well 
as prior art that are not printed publications. The 
estoppel provision for PGR matches its breadth, 
which means that if you file a PGR you lose any 
defenses not raised in the PTAB, and could be 
forced to trial only on infringement and if available, 
inequitable conduct and other equitable defenses.

Danielle Joy Healey, Spencer Fane, Houston, TX

2:05 p.m. 15-Minute Break

2:20 p.m. 1.00 hr ethics

Recurring Ethical Issues in Patent Practice
This session addresses recent cases involving 
improper contacts with represented persons, 
conflicts of interest, and ethical issues in patent 
prosecution.

David Hricik, Mercer Law School, Macon, GA

3:20 p.m. Adjourn

phone 512.475.6700 ■ www.utcle.org/conferences/PT23/signup ■ fax 512.475.6876

Are you a 1st or 2nd year attorney? Attend 
most UT Law CLE conferences for just $195! 

Call 512.475.6700 to register.

UT Law CLE is committed to helping attorneys 

meet their annual Texas MCLE requirements. 

Following the event, registrants will receive a 

free, on-demand eSupplement that will bring 

their total available hours to 15.00, including 

3.00 hours of ethics.



INSTITUTE FACULTY AND PLANNING COMMITTEE

JOHN D. FLYNN*—CO-CHAIR 
IBM Corporation 
Austin, TX

DAVID W. O'BRIEN*—CO-CHAIR 
Haynes Boone, LLP 
Austin, TX

KENNETH R. ADAMO 
Law Office of KRAdamo 
Chicago, IL

MICHAEL P. ADAMS* 
Dykema 
Austin, TX

HON. ALAN D ALBRIGHT* 
U.S. District Court, Western District of 
Texas 
Waco, TX

PETER J. AYERS 
U.S. Patent and Trademark Office 
Austin, TX

MICHAEL C. BARRETT* 
Cirrus Logic, Inc. 
Austin, TX

STEVE BORGMAN* 
Kilpatrick Townsend & Stockton LLP 
Houston, TX

CHRISTA BROWN-SANFORD* 
Baker Botts 
Dallas, TX

KELLY CHEN* 
Toyota North America 
Plano, TX

TAMARA COPELAND* 
Kroll 
Houston, TX

JUANITA DELOACH* 
Barnes & Thornburg LLP 
Dallas, TX

MICHELLE EBER 
Houston, TX

HEATHER L. FLANAGAN PHD* 
Fish & Richardson P.C. 
Austin, TX

HILDA C. GALVAN* 
Jones Day 
Dallas, TX

MARK THOMAS GARRETT* 
Norton Rose Fulbright 
Austin, TX

ROSS SPENCER GARSSON* 
Dickinson Wright PLLC 
Austin, TX

JOHN M. GOLDEN* 
The University of Texas School of Law 
Austin, TX

BERT A. GREENE* 
Duane Morris LLP 
Austin, TX

HON. AMBER L. HAGY* 
U.S. Patent and Trademark Office, 
Patent Trial and Appeal Board 
Austin, TX

JESSICA HANNAH 
DLA Piper 
San Francisco, CA

DANIELLE JOY HEALEY* 
Spencer Fane 
Houston, TX

DAVID G. HENRY* 
Munck Wilson Mandala, LLP 
Dallas, TX

PAULA DIANE HEYMAN 
McDermott Will & Emery 
Austin, TX

DAVID HRICIK 
Mercer Law School 
Macon, GA

KEVIN KUDLAC* 
Radulescu LLP 
Austin, TX

ANN LAFEIR* 
USAA 
San Antonio, TX

WILLIAM L. LAFUZE* 
McKool Smith 
Houston, TX

MARK A. LEMLEY* 
Stanford Law School 
Stanford, CA

KAT LI* 
Kirkland & Ellis LLP 
Austin, TX

CHARLENE LIU 
Haynes Boone, LLP 
San Francisco, CA

SETH W. LLOYD 
Morrison Foerster 
Washington, DC

CHIP LUTTON 
Yohana 
Palo Alto, CA

DEBBIE MCCOMAS 
Haynes Boone, LLP 
Dallas, TX

KEVIN J. MEEK* 
McDermott Will & Emery LLP 
Austin, TX

FLORIAN MEYER 
Meissner Bolte mbB 
Munich, Germany

HON. ALIA MOSES 
U.S. District Court, Western District of 
Texas 
Del Rio, TX

DEAN M. MUNYON* 
Meyertons, Hood, Kivlin, Kowert & 
Goetzel, P.C. 
West Lake Hills, TX

BRIAN C. NASH* 
Morrison & Foerster LLP 
Austin, TX

ERIC L. NATINSKY* 
Quick Technologies Inc. 
Austin, TX

PATRICK NJEIM 
Kilpatrick Townsend & Stockton 
Seattle, WA

MICHAEL D. PEGUES 
Polsinelli PC 
Dallas, TX

BRIAN PETERMAN* 
Silicon Labs 
Austin, TX

HON. ROBERT PITMAN 
U.S. District Court, Western District of 
Texas 
Austin, TX

MICHAEL POHL 
Norton Rose Fulbright 
Austin, TX

PHILIPP RASTEMBORSKI 
Eisenführ Speiser 
Munich, Germany

ERICK S. ROBINSON 
Spencer Fane LLP 
Houston, TX

ROBERT RODRIGUEZ* 
AMD 
Austin, TX

ERIC SCHULMAN 
Fish & Richardson P.C. 
Redwood City, CA

HONG SHI 
Haynes Boone, LLP 
Austin, TX

DANIEL H. SHULMAN 
Vedder Price P.C. 
Chicago, IL

CAREN YUSEM STERNE 
AddyHart P.C. 
Chicago, IL

ROBERT GREENE STERNE 
Sterne, Kessler, Goldstein & Fox P.L.L.C. 
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PLEASE PRINT CLEARLY PT23

Bar Card #  ❑ TX ❑ Other State:  ❑ N/A

Name [ Mr. / Ms. ] 

Firm 

Address 

City   State   Zip 

Telephone    Fax 

Registrant’s Email (required) 

Assistant’s Email (optional) 
Invoices, confirmations, and receipts are emailed to these addresses.

EVENT REGISTRATION
Includes Electronic Course Binder Download (PDF) in "Your Briefcase." Special group registration rates available. Call 
512.475.6700.

❑ Live, In-Person Event Registration  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $745 | $845 after October 18

❑ Live Webcast Registration . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $745 | $845 after October 18

Printed and Shipped Binder with Registration (Shipping Included) – Available for order through 
Friday, November 3, 2023
Please note that the printed binder will arrive 2–3 weeks after the scheduled webcast. Delivery to P.O. boxes is not 
permitted. Binders will not be distributed on-site.

❑ Printed and Shipped Course Binder  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .  $81.19 ($75*)

Webcast Add-on
Register for the in-person conference and add on the webcast format for attendance flexibility.

❑ Webcast Add-on  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $75

 TOTAL EVENT REGISTRATION $ 

FIRST AND SECOND YEAR ATTORNEYS MAY ATTEND FOR JUST $195! CALL 512.475.6700 TO REGISTER.

POST-CONFERENCE PRODUCTS

eConference –  For Texas and California MCLE Credit
Includes Electronic Course Binder Download (PDF) and program video/audio. Available 6-8 weeks after live event. Hours may 
vary depending on actual event runtime.

❑ Individual eConference  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $845

Post-Course Binder –  For Research and Self-Study 
Comprehensive binder with papers and slides, available for delivery 4–6 weeks after live event.

❑ Electronic Post-Course Download (PDF) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $297.69 ($275*)

❑ Printed Post-Course Binder . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . $351.81 ($325*)

 TOTAL POST-CONFERENCE PRODUCTS $ 

METHOD OF PAYMENT

❑ Check (make check payable to The University of Texas at Austin) 

❑ VISA ❑ MasterCard ❑ American Express ❑ P.O. (include a copy of the purchase order upon submission)

Card / P.O. #   CVV #   Exp. Date 
 
/

  (mm/yy)

Authorized Signature 

* Tax-exempt rate for, e.g., government employees and nonprofits. Include a Texas Sales and Use Tax 
Exemption Certificate with order.

REGISTRATION FORM

phone 512.475.6700 ■ www.utcle.org/conferences/PT23/signup ■ fax 512.475.6876

REGISTRATION BENEFITS

Comprehensive Course Materials: Access 

course materials in "Your Briefcase" 

approximately 48 hours before the live event, 

and enjoy unlimited access to the final, 

complete course materials – downloadable 

PDFs of papers and slides.

Accredited eConference: Complimentary 

access to the eConference – with papers, 

slides, and video – accredited for one year in 

both TX and CA are available in "Your 

Briefcase" 6–8 weeks after the event.

TX MCLE Credit Reporting: UT Law CLE can 

report credit on your behalf directly to the State 

Bar of Texas. Track the Texas MCLE credit 

reported on your behalf at "Your Account" 

after you’ve logged in at www.utcle.org.

TROUBLE LOGGING IN?

A UT Law CLE account is created for 

conference attendees and product customers 

with information provided on the order form. 

An email address will serve as the User Name.

Forget Your Password or Need it Reset? 

Just select “Forgot Password” under “Sign In 

or Join” at www.utcle.org.

Still Need Assistance? Contact customer 

service at 512.475.6700 or service@utcle.org 

during business hours.

HOW TO REGISTER

Online: 
www.utcle.org/conferences/PT23/signup

Mail: 
The University of Texas  

School of Law 
ATTN: CLE 

PO Box 7759 
Austin, TX 78713-7759

Fax:  
512.475.6876

Questions? 512.475.6700

If you have dietary requirements or would 
like to request accommodations under the 
ADA, please contact Customer Service at 

512.475.6700 or service@utcle.org at least 10 
days prior to the conference.
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AUSTIN
November 2–3, 2023

CONFERENCE LOCATION

AT&T Conference Center 
The University of Texas at Austin 

1900 University Avenue 
Austin, TX 78705 

877.744.8822 (reservations)

Special Room Rate: $199 
good through October 2 

reference “Patent Law Institute” 
(subject to availability)

Parking: 
Please visit www.utcle.org/conferences/PT23  

for daily and overnight rates

KEY DATES

October 18, 2023 
Last day for early registration rates

October 27, 2023 
Last day for full refund cancellation

October 30, 2023 
Last day for partial refund cancellation 

$50 processing fee applied

November 2, 2023 8:15 a.m., CT 
Institute begins

November 3, 2023 
Last day to order a printed and shipped course binder 

with in-person or webcast conference registration.

THANKS TO OUR SPONSORS

PREMIER SPONSOR

EVENT SPONSORS

WEBCAST UNDERWRITER

Ocean Tomo, a part of J.S. Held

INSTITUTE SPONSORS

Baker Botts L.L.P.

Dykema Gossett, PLLC

Fish & Richardson P.C.
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Kroll

McDermott Will & Emery LLP

McKool Smith 

Norton Rose Fulbright


