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TUESDAY AFTERNOON, MAR. 23, 2021

Presiding Officer: 
J. Devlin Hartline, Antonin Scalia Law 
School, George Mason University, 
Arlington, VA

11:50 a.m.	 Welcoming Remarks

12:00 p.m.	 .50 hr

Opening Keynote: Update from the USPTO
Hear about the current priorities, programs, and 
initiatives underway at the Office.

Drew Hirshfeld, Commissioner for Patents, U.S. 
Patent and Trademark Office, Alexandria, VA

12:30 p.m.	 Break

12:40 p.m.	 .75 hr

Section 101: Impacts of the New Guidelines 
on Patent Subject Matter Eligibility and 
Federal Circuit Decisions
Hear a brief overview of the PEG for subject matter 
eligibility and its impact on patent application 
allowance rates and PTAB affirmance rates. Plus, 
examine the various types of deference, if any, 
given by the Federal Circuit to the USPTO’s PEG, 
as well as patentability decisions and practice tips.

Stephen G. Kunin, Maier & Maier PLLC,  
Alexandria, VA

Andrew A. Toole, U.S. Patent and Trademark Office, 
Alexandria, VA

1:25 p.m.	 Break

1:35 p.m.	 .75 hr

Written Description Requirements and 
Section 112(f)
For years, the law involving means-plus-function 
clauses under Section 112(f) was quiescent and 
stable. But Examiners have been construing claim 
elements under Section 112(f) and applying the 
law of Section 112(f) - BOTH in high tech AND life 
sciences. Hear discussion on the potential pitfalls 
and practical solutions for drafting claims and 
specifications.

Dale S. Lazar, Antonin Scalia Law School George 
Mason University, Arlington, VA

Nicole Woods, Eli Lilly and Company, Somerville, NJ

2:20 p.m.	 Break

2:30 p.m.	 1.00 hr

Issues of Preparing and Prosecuting AI-Based 
Applications
Replace with: Despite AI becoming more 
ubiquitous, underscoring innovation in all fields of 
technology, the path to patentability for AI-based 
inventions is still in flux. Representatives of both 
the USPTO and the EPO provide their insight 
and outlook regarding trends, best practices, and 
common issues in AI patenting.

Moderator:
Michelle K. Holoubek, Sterne Kessler Goldstein Fox, 

Washington, DC

Panelists:
Robert Bahr, U.S. Patent and Trademark Office, 

Alexandria, VA
Pia Björk, European Patent Office, Munich, Germany

3:30 p.m.	 Break

3:40 p.m.	 .75 hr

China Patent Update: Prior Art Explosion, 
Rapid Evolution of the CNIPA and Courts, 
and Filing and Prosecution Issues
China has accomplished a massive evolution of its 
patent system in the last decade, with enormous 
increase in filings, rapid evolution of the CNIPA 
and patent-focused courts, and integration of its 
patent system into an ambitious global innovation 
agenda. This warrants understanding in order to 
effectively deal with the rapidly evolving global IP 
ecosystem.

Moderator:
Robert Greene Sterne, Sterne, Kessler, Goldstein & 

Fox P.L.L.C., Washington, DC

Panelists:
Mark Cohen, Berkeley Center for Law & Technology, 

Berkeley, CA
Richard Seidel, U.S. Patent and Trademark Office, 

Alexandria, VA

4:25 p.m.	 Adjourn

WEDNESDAY AFTERNOON, MAR. 24, 2021

Presiding Officer: 
Karin Ferriter, U.S. Patent and 
Trademark Office, Alexandria, VA

12:00 p.m.	 .75 hr

The USPTO & COVID-19 – Innovation 
through Adversity
Learn more about the high-level filing trends in 
various COVID-19 related technological fields; 
plus hear an overview of the Cooperative Patent 
Classification (CPC) System, as it relates to these 
technologies.

Antoinette F. Konski, Foley & Lardner LLP,  
Palo Alto, CA

Jerry Lorengo, U.S. Patent and Trademark Office, 
Alexandria, VA

12:45 p.m.	 Break

12:55 p.m.	 .50 hr

License Agreements: Hot Topics
A discussion of the Rule 56 implications of 
Immunex Corp. v. Sandoz Inc. when licensing 
patent rights, and an overview of compulsory 
licensing and government march-in rights during 
a pandemic.

Jeffrey A. Wolfson, Haynes and Boone, LLP, 
Washington, DC

1:25 p.m.	 Break

1:35 p.m.	 .50 hr

How to Think Like an Examiner

Eddie Lefkowitz, U.S. Patent and Trademark Office, 
Alexandria, VA

2:05 p.m.	 Break
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2:15 p.m.	 .50 hr

AI Tools for Patents at the USPTO
The USPTO Strategic Plan (2018-2022) emphasizes 
the development and delivery of artificial 
intelligence (AI) and machine learning (ML) within 
our information technology tools for users of the 
patent system. Explore the AI-based solutions 
under development at the USPTO for patent search 
and patent classification.

Matthew Such, U.S. Patent and Trademark Office, 
Alexandria, VA

2:45 p.m.	 Break

2:55 p.m.	 1.00 hr ethics

Professional Responsibility and Practice 
Before the USPTO
Examine the ethics rules issued by the USPTO 
and how they are applied and enforced by today’s 
Office of Enrollment and Discipline, including 
ethics scenarios and applicable case law. Plus, 
explore current developments overseen by the 
OED, including the adoption of continuing legal 
education requirements by the USPTO, current 
cases and the Diversion Pilot Program, as well as 
USPTO pro bono programs.

Tim Rooney, U.S. Patent and Trademark Office, 
Alexandria, VA 

3:55 p.m.	 Adjourn

THURSDAY AFTERNOON, MAR. 25, 2021

Presiding Officer: 
William LaMarca, U.S. Patent and 
Trademark Office, Alexandria, VA

12:00 p.m.	 .50 hr

PTAB Update
Hear an update from the Chief Judge on recent 
trends and developments in PTAB appeal and trial 
proceedings.

Hon. Scott R. Boalick, Chief Judge, Patent Trial and 
Appeal Board, U.S. Patent and Trademark Office, 
Alexandria, VA

12:30 p.m.	 Break

12:40 p.m.	 1.00 hr

Practice and Issues Before the PTAB
Discuss changes to the PTAB with the advent 
of the new administration, including the latest 
developments with discretionary denials of 
institution and which party has the burden on a 
particular issue. Plus, explore any new decisions 
by the courts as to whether protective orders will 
prevent litigation counsel from also acting as IPR 
counsel. 

Moderator:
Teresa Stanek Rea, Crowell & Moring, LLP, 

Washington, DC

Panelists:
Hon. Linda E. Horner, U.S. Patent and Trademark 

Office, Alexandria, VA
Joe Matal, Haynes and Boone, LLP, Washington, DC
Hon. Michael Tierney, U.S. Patent and Trademark 

Office, Alexandria, VA

1:40 p.m.	 Break

1:50 p.m.	 .75 hr

Best Practices for Ex Parte Appeals
Learn what’s new in ex parte appeals, including 
current average appeal timelines and the new 
option to expedite frames, the LEAP program to 
promote and encourage oral argument by less 
experienced practitioners, and practice tips from 
both sides of the bench.

Hon. Ken Barrett, U.S. Patent and Trademark Office, 
Alexandria, VA

Courtenay C. Brinckerhoff, Foley & Lardner LLP, 
Washington, DC

2:45 p.m.	 .50 hr

Arthrex: Where Are We Now?
In Arthrex, Inc. v. Smith & Nephew, Inc., the 
Supreme Court will decide the constitutionality of 
the PTAB, and whether the APJs in the PTAB are 
principal officers who must be appointed by the 
President and confirmed by the Senate. If they are, 
their appointment by the Director of the USPTO 
is unconstitutional and the Supreme Court will 
decide if the Federal Circuit properly remedied 
this constitutional defect by severing the APJ job-
security protections, and thereby converting them 
into inferior officers. Explore this case and the oral 
argument, which is being held on March 1.

Adam Mossoff, Antonin Scalia Law School, George 
Mason University, Arlington, VA

3:15 p.m.	 Break

3:25 p.m.	 1.00 hr

Federal Circuit Judicial Panel
Hear from a panel of judges from the Court of 
Appeals for the Federal Circuit as they discuss their 
experiences hearing and trying patent cases.

Moderator:

Hon. Paul R. Michel, Chief Judge, Retired, U.S. Court 
of Appeals for the Federal Circuit, Washington, DC

Panelists:

Hon. Pauline Newman, U.S. Court of Appeals for the 
Federal Circuit, Washington, DC

Hon. Kathleen M. O'Malley, U.S. Court of Appeals for 
the Federal Circuit, Washington, DC

4:25 p.m.	 Adjourn
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INSTITUTE FACULTY AND PLANNING COMMITTEE

ROBERT BAHR 

U.S. Patent and Trademark Office 

Alexandria, VA

HON. KEN BARRETT 

U.S. Patent and Trademark Office 

Alexandria, VA

PIA BJÖRK 

European Patent Office 

Munich, Germany

HON. SCOTT R. BOALICK 

Chief Judge, Patent Trial and Appeal Board 

U.S. Patent and Trademark Office 

Alexandria, VA

HON. GEORGIANNA BRADEN* 

U.S. Patent and Trademark Office, Patent Trial and 

Appeal Board 

North Richland Hills, TX

COURTENAY C. BRINCKERHOFF* 

Foley & Lardner LLP 

Washington, DC

MARK COHEN 

Berkeley Center for Law & Technology 

Berkeley, CA

KARIN FERRITER* 

U.S. Patent and Trademark Office 

Alexandria, VA

DREW HIRSHFELD 

Commissioner for Patents 

U.S. Patent and Trademark Office 

Alexandria, VA

MICHELLE K. HOLOUBEK 

Sterne Kessler Goldstein Fox 

Washington, DC

HON. LINDA E. HORNER 

U.S. Patent and Trademark Office 

Alexandria, VA

JOANNA JEFFERSON* 

The University of Texas School of Law 

Austin, TX

ANTOINETTE F. KONSKI 

Foley & Lardner LLP 

Palo Alto, CA

STEPHEN G. KUNIN* 

Maier & Maier PLLC 

Alexandria, VA

WILLIAM L. LAFUZE* 

McKool Smith 

Houston, TX

WILLIAM LAMARCA* 

U.S. Patent and Trademark Office 

Alexandria, VA

DALE S. LAZAR* 

Antonin Scalia Law School George Mason University 

Arlington, VA

EDDIE LEFKOWITZ 

U.S. Patent and Trademark Office 

Alexandria, VA

JERRY LORENGO 

U.S. Patent and Trademark Office 

Alexandria, VA

JOE MATAL 

Haynes and Boone, LLP 

Washington, DC

DAVID L. MCCOMBS* 

Haynes and Boone, LLP 

Dallas, TX

HON. PAUL R. MICHEL 

Chief Judge, Retired 

U.S. Court of Appeals for the Federal Circuit 

Washington, DC

ADAM MOSSOFF* 

Antonin Scalia Law School, George Mason University 

Arlington, VA

ANDREW NALVEN* 

U.S. Patent and Trademark Office 

Alexandria, VA

HON. PAULINE NEWMAN 

U.S. Court of Appeals for the Federal Circuit 

Washington, DC

HON. KATHLEEN M. O'MALLEY 

U.S. Court of Appeals for the Federal Circuit 

Washington, DC

TERESA STANEK REA* 

Crowell & Moring, LLP 

Washington, DC

WHITNEY REMILY* 

Birch Stewart Kolasch & Birch, LLP 

Falls Church, VA

TIM ROONEY 

U.S. Patent and Trademark Office 

Alexandria, VA

JOHN W. RYAN* 

Owens & Minor 

Mechanicsville, VA

RICHARD SEIDEL 

U.S. Patent and Trademark Office 

Alexandria, VA

ROBERT GREENE STERNE* 

Sterne, Kessler, Goldstein & Fox P.L.L.C. 

Washington, DC

MATTHEW SUCH 

U.S. Patent and Trademark Office 

Alexandria, VA

HON. MICHAEL TIERNEY 

U.S. Patent and Trademark Office 

Alexandria, VA

ANDREW A. TOOLE 

U.S. Patent and Trademark Office 

Alexandria, VA

SHIRLEY WEBSTER* 

Ocean Tomo, LLC 

Houston, TX

JEFFREY A. WOLFSON* 

Haynes and Boone, LLP 

Washington, DC

NICOLE WOODS 

Eli Lilly and Company 

Somerville, NJ

*Planning Committee member
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PLEASE PRINT CLEARLY	 PV21

Bar Card #  ❑ TX	 ❑ Other State: 	 ❑ N/A

Name [ Mr. / Ms. ] 

Firm 

Address 

City   State   Zip 

Telephone    Fax 

Registrant’s Email (required) 

Assistant’s Email (optional) 
Invoices, confirmations, and receipts are emailed to these addresses.

LIVE WEBCAST REGISTRATION
Includes Electronic Course Binder Download (PDF) in "Your Briefcase." Special group registration rates available. Call 
512.475.6700.

Individual Registration

❑ Individual Registration. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .                                                           $545

USPTO Employee

❑ USPTO Employee Registration. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .                                                    $195

Printed and Shipped Course Binder – Available for order through Thursday, March 25, 2021
Please note that the printed binder will arrive 2–3 weeks after the scheduled webcast. Delivery to P.O. boxes is not 
permitted.

❑ Printed and Shipped Course Binder . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .                                     $59.54 ($55*)

	 TOTAL EVENT REGISTRATION $ 

FIRST AND SECOND YEAR ATTORNEYS MAY ATTEND FOR JUST $150! CALL 512.475.6700 TO REGISTER.

POST-CONFERENCE PRODUCTS

eConference –� For Texas and California MCLE Credit
Includes Electronic Course Binder Download (PDF) and program video/audio. Available 4-6 weeks after live event. Hours may 
vary depending on actual event runtime.

❑ Individual eConference . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .                                                          $545

Post-Course Binder –� For Research and Self-Study 
Comprehensive binder with papers and slides, available for delivery 4–6 weeks after live event.

❑ Electronic Post-Course Download (PDF). . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .                                   $265.21 ($245*)

❑ Printed Post-Course Binder. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .                                              $319.34 ($295*)

Annual eLibrary Subscription –� For Research and Self-Study 
Extensive resources including audio, video, papers, and slides from UT Law CLE programs.

❑ eLibrary 12-Month Subscription. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .                                          $319.34 ($295*)

	 TOTAL POST-CONFERENCE PRODUCTS $ 

METHOD OF PAYMENT

❑ Check (make check payable to The University of Texas at Austin) 

❑ VISA  ❑ MasterCard  ❑ American Express  ❑ P.O. (include a copy of the purchase order upon submission)

Card / P.O. #   CVV #   Exp. Date 
 
/

		 (mm/yy)

Authorized Signature 

* Tax-exempt rate for, e.g., government employees and nonprofits. Include a Texas Sales and Use Tax 
Exemption Certificate with order.

REGISTRATION FORM
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REGISTRATION BENEFITS

Comprehensive Course Materials: Access 

course materials in "Your Briefcase" 

approximately 48 hours before the live 

webcast, and enjoy unlimited access to the 

final, complete course materials – 

downloadable PDFs of papers and slides.

Accredited eConference: Complimentary 

access to the eConference – with papers, 

slides, and video – accredited for one year in 

both TX and CA are available in "Your 

Briefcase" 4–6 weeks after the live webcast.

TX MCLE Credit Reporting: UT Law CLE can 

report credit on your behalf directly to the State 

Bar of Texas. Track the Texas MCLE credit 

reported on your behalf at "Your Account" 

after you’ve logged in at www.utcle.org.

TROUBLE LOGGING IN?

A UT Law CLE account is created for 

conference attendees and product customers 

with information provided on the order form. 

An email address will serve as the User Name.

Forget Your Password or Need it Reset? 

Just select “Forgot Password” under “Sign In 

or Join” at www.utcle.org.

Still Need Assistance? Contact customer 

service at 512.475.6700 or service@utcle.org 

during business hours.

HOW TO REGISTER

Online: 

www.utcle.org/conferences/PV21/signup

Mail: 

The University of Texas  

School of Law 

ATTN: CLE 

PO Box 7759 

Austin, TX 78713-7759

Fax:  

512.475.6876

Questions? 512.475.6700
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KEY DATES

March 17, 2021 

Last day for full refund cancellation

March 19, 2021 

Last day for partial refund cancellation 
$50 processing fee applied

March 23, 2021, 11:50 a.m., CST 

Webcast begins

March 25, 2021 

Last day to order printed and shipped binder  
at conference pricing

Our efforts for real change against racism.

Learn how we as lawyers can join the 
fight against racial injustice.

Visit www.utcle.org for more.

ACTION THROUGH EDUCATION

CALIFORNIA—10.75 hrs | 1.00 hrs ethics
The University of Texas School of Law is a State Bar 
of California approved MCLE provider (#1944). 

DELAWARE—10.75 hrs | 1.00 hrs ethics (Expected)
This Course is approved by the Commission on 
Continuing Legal Education of the Supreme Court 
of Delaware for 10.75 total CLE hours, including 
1.00 hours of enhanced ethics credit. 

FLORIDA—13.00 hrs | 1.50 hrs ethics (Expected)
This course is pending review by the Florida Bar 
Legal Specialization and Education Department for 
13.00 total CLE hours, including 1.50 hours of ethics 
credit. 

ILLINOIS—10.75 hrs | 1.00 hrs ethics (Expected) 
This course is pending review by the Minimum 
Continuing Legal Education Board of the Supreme 
Court of Illinois for 10.75 total CLE hours, including 
1.00 hours of professional responsibility credit. 

NEW JERSEY
The University of Texas School of Law is a State Bar 
of Texas approved MCLE provider (Sponsor #13). 
New Jersey attorneys who are satisfying the CLE 
requirement of another mandatory CLE state or who 
take courses approved in another mandatory CLE 
state will receive 1:1 credit for courses approved 
in that jurisdiction through reciprocity based on a 
50-minute credit hour and in accordance with the 
rules and regulations of the Supreme Court of New 
Jersey Board on Continuing Legal Education. 

NEW YORK
A New York attorney who completes an eligible 
approved jurisdiction course or program may claim 
New York CLE credit based on a 50-minute credit 
hour for the course or program in accordance with 
the requirements of the Program Rules and New 
York’s Regulations and Guidelines. Texas is a Group 
“B” New York Approved Jurisdiction designated by 
the CLE Board, effective November 1, 2014.

OHIO—10.75 hrs | 1.00 hrs ethics 
This course has been approved by the Supreme 
Court of Ohio Commission on Continuing Legal 
Education for 10.75 total CLE hours, including 1.00 
hours of ethics credit. 

OKLAHOMA—13.00 hrs | 1.50 hrs ethics 
This Course has been approved by the Oklahoma 
Bar Association for 13.00 total CLE hours, 
including 1.50 hours of enhanced ethics credit. The 
University of Texas School of Law is an Oklahoma 
Bar Association presumptively approved provider 
(#169). 

PENNSYLVANIA—10.50 hrs | 1.00 hrs ethics 
This course is has been approved by the Supreme 
Court of Pennsylvania Continuing Legal Education 
Board for 10.50 total CLE hours, including 1.00 
hours of ethics credit. 

TEXAS—10.75 hrs | 1.00 hrs ethics 
This course has been approved by the State Bar 
of Texas Committee on MCLE in the amount of 
10.75 hours, including 1.00 hours of legal ethics/ 
professional responsibility credit. 

VIRGINIA—10.75 hrs | 1.00 hrs ethics 
(Expected) 
This course is pending review by the Virginia 
Mandatory Continuing Legal Education Board for 
10.75 total CLE hours, including 1.00 hours of ethics 
credit. 

OTHER STATES 
If you wish to satisfy MCLE requirements in another 
state (other than those listed above) by taking a 
program offered by the University of Texas School 
of Law, please check with the state bar or other 
licensing authority in that state. Many jurisdictions 
accept conferences offered by The University of 
Texas School of Law, which are approved by the 
State Bar of Texas for MCLE credit. A Certificate of 
Attendance will be provided at the conference.
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